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Firet Named Inventor 

3. Michael Eck^x-d 



Art Unit 

2863 



Examiner 

Nghiem, m. 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 
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| ] applicant/inventor 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 
ECKARD et al. 
Serial No. 09/773,054 
Filed: 01/31/2001 

For SPECIAL SERVICE STATION 

MODULE FOR EXTRA SERVICING 



PRE-APPEAL BRIEF R EQUEST FOR REVIFW 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This is a request for a pre-appeal brief conference pursuant to the pilot 
program set out at 1296 Off.GazPat Offi™ fi7 (j U | y 12, 2005). A notice of appeal 
from the final rejection of September 26, 2007 (the "final rejection") is being filed 
herewith. The claims are set out at pages 2-9 of the 'Response to Office Action" 
paper filed July 1 2, 2007, and the claims at issue are also repeated below. 

Claims Rejections - 35 USC 101 

Claims 7, 8, 19 and 20 have been finally rejected as being allegedly 
directed to non-statutory subject matter. This rejection should be withdrawn or 
reversed, on the grounds that a prima facie case has not been established, and 
the subject matter is clearly statutory. 
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The action provides the following reasons in support of the rejection: The 
computer program's or instruction code's functionality cannot be realized without 
a computer-readable medium. Thus the computer program is treated as 
nonstatutory functional descriptive material. (MPEP 21 06(1)." 

In the "response to arguments" section at pages 3-4 of the final rejection, 
the Examiner's position is stated that "according to MPEP 2106(1), 

"computer programs claimed as computer listings per se ( i.e., the 
descriptions or expressions of the programs, are not physical'Things." 
They are neither computer components nor statutory processes, as they 
are not "acts" being performed. Such claimed computer programs do not 
define any structural and functional interrelationships between the 
computer program and other claimed elements of a computer which permit 
the computer program's functionality to be realized. In contrast, a claimed 
computer-readable medium encoded with a computer program is a 
computer element which defines structural and functional interrelationships 
between the computer program and the rest of the computer which permit 
the computer program's functionality to be realized, and is thus statutory. 
See Lowry, 32 R3d at 1583-84, 32 USPQ2d at 1035.'' 

For purposes of this application and rejection, applicants do not disagree 
with the broad statement of this except from MPEP 21 06(l). However, that does 
not present the entire picture. The next sentence from the same paragraph from 
this section of the MPEP states "Accordingly, it is important to distinguish claims 
that define descriptive material per se from claims that define statutory 
inventions." Applicants submit, that when one contemplates the claimed subject 
matter as a whole, the claims define statutory inventions. 

As noted in MPEP 2106.01(1); 

"Computer programs are often recited as part of a claim. USPTO 

personnel should determine whether the computer proaram is beina 
PAGE 518 * RCVD AT 11126/2007 1:03:09 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-5/22 * DNIS:2738300 8 CSID:9492506012 * DURATION (mm-ss):0140 



11/26/07 09:58 FAX 9492506012 



LARRY K. ROBERTS, INC -> PTO 



E1006 



Ser. No. 09/773,054 3 60990043-1 

claimed as part of an otherwise statutory manufacture or machine. In such 
a case, the cla im remains statutory irrespective of the fact that a comp uter 
program is included In the clain^The same result occurs when a computer 
program is used in a computerized process where the computer executes 
the instructions set forth in the computer program. Only when the claimed 
invention tak en as a whole is directed to a mere program listing, i.e.. to 
only its descrip tion or expression. Is it descriptive material per se and 
hence nonstatutory ." (Emphasis added) 

None of the rejected claims is directed as a whole to a computer program 
or instruction code. Rather, these claims, set out below, are directed to methods 
for servicing an Inkjet printer, and thus are clearly directed to statutory subject 
matter. 

Claims At Issue: 

7. (Previously Presented) A method for servicing an Inkjet printer 
including an inkjet printhead with a nozzle plate and a first service module 
removably installed on the printer, comprising; 

identifying a printhead-related service condition not adequately 
addressed by servicing the printer with the first service module being in an 
un-worn condition; 

providing a second service mddule with a service function different from 
the first service module and adapted, to address said printhead-related service 
condition, the second service module removably installable on the printer and 
with respect to the first service module; 

providing a set of instructions for using the second service module with the 
inkjet printer to the printer user, wherein the step of providing a set of instructions 
includes providing a set of machine readable printer instruction code for loading 
into the printer. 
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8. (Original) The method of claim 7 wherein the printer is controlled by a 
host computer, and wherein the step of using the set of instructions includes 
downloading the set of printer instruction code from the host computer. 

19. (Previously Presented) A method for servicing an inkjet printer 
including an inkjet printhead and a removable first service module, comprising: 

providing a second service module different from the first service module 
and adapted to address a printhead-related service condition not adequately 
addressed by the first service module being in an un-wom.condition, the second 
service module removably installable on the printer and with respect to the first 
service module; 

providing a set of instructions for using the second service module with the 
Inkjet printer to the printer user, wherein the step of providing a set of instructions 
includes providing a set of machine readable printer instruction code for loading 
into the printer; 

installing the second service module in the printer; 

conducting a printhead-related service operation using the second service 
module. 

20. (Previously Presented) A method for servicing an inkjet printer 
including an inkjet printhead and a removable first service module, comprising: 

providing a second service module different from the first service module 
and adapted to address a printhead-related service condition not adequately 
addressed by the first service module being In an un-worn condition, the second 
service module removably installable on the printer and with respect to the first 
service module; 

providing a set of instructions for using the second service module with the 

inkjet printer to the printer user, wherein the printer is controlled by a host 

computer, and the step of providing a set of instructions includes downloading the 

set of printer instruction code from the host computer; 

installing the second service module in the printer; 
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conducting a printhead-related service operation using the second 
sen/ice module. 

Because the rational for the final rejection does not contemplate a 
consideration of the claimed subject matter as a whole, a prima facie case of 
nonstatutory subject matter under Section 101 has not been established. 
Moreover, Claims 7,8,19 and 20 are drawn to statutory methods for servicing an 
Inkjet printer. Applicants respectfully submit that the rejection should be 
withdrawn or reversed, and the case passed to issue. 



Law Offices of Larry K. Roberts, Inc. 
P.O. Box 8569 

Newport Beach, CA 92658-8569 
Telephone (949) 250-6008 
Facsimile (949) 250-6012 



Respectfully submitted, 





Registration No. 28,464 
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